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DETAILED ACTION 

This action is in response to applicant's response filed on 9/20/04. Claims 2- 
27, 29-48, 50-58 are now pending in the present application. 

Information Disclosure Statement 

1 . The references listed in the information disclosure statements submitted 
on 9/20/04 and 1 1/22/04 have been considered by the examiner (see attached 
PTO-1449). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3, 53, 55 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 3, 53, 55 recite the limitation "information pertains to a user of the 
cellular phone". Since it is not clear what user information (i.e, age or personal 
information) would modify the behavior of the phone, and since the specification 
also fails to describe this user information (i.e, see Specification, page 55, lines 
20-25), it is respectfully request that the Applicant either amends the specification 
or provide in the next response a specific user information (i.e, age, male or 
female) that would modify the behavior of the phone. In the rejection below, the 
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user location would be used as "information pertains to a user of the cellular 
phone". 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

3. Claims 36, 38, 40, 41 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kuwahara (US Patent Number 6,389,288). 

Regarding claims 36, 41, Kuwahara discloses a mobile terminal (cellular 
phone) capable of executing location-related services such as phone settings, 
call settings (Figs. 1, 13, 21, and col. 7, line 52 - col. 8, line 52), which would 
include all the claimed limitations, comprising 

defining one or more class types (see Fig. 21 regarding Office, meeting 
room, home) each of which can be associated with a location (Zones) for which a 
particular cellular phone behavior is desired (execution service) ; and 

associating attributes (execution service) with the one or more class types 
(Office, meeting room, home), the attributes defining cellular phone behavior. 
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Regarding claims 38, 40, they are interpreted and rejected for the same 
reason as set forth in claim 6 above. In addition, Kuwahara discloses the 
behavior pertains to "ringer mode on/off" (see sound or vibration, Figs. 13, 21) 
and call forwarding behavior (see setting of call destination, col. 9, lines 3-5) as 
claimed. 

4. Claims 50-53 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Evans et al (US 6,327,535). 

The applied reference has a common assignee and inventors with the 
instant application. Based upon the earlier effective U.S. filing date of the 
reference, it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 
U.S.C. 102(e) might be overcome either by a showing under 37 CFR 1.132 that 
any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

Regarding claims 50-52, Evans discloses a location-aware system 
wherein one or more hierarchical tree structures having nodes, each node being 
capable of corresponding to either a physical or logical location and using the 
location information to traverse at least portions of the one or more tree 
structures to ascertain the present location, this would include allthe claimed 
limitations (see Figs. 1-5, Abstract, col. 4, lines 12-0 and col. 16, lines 9-30). 
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Regarding claim 53, it is interpreted and rejected for the same reason as 
set forth in claim 50 above. In addition, the user location would read on the 
information pertaining to a user as claimed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 5, 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Valentine et al (US 6,01 1 ,973). 

Regarding claim 5, Valentine discloses a method for enable or disable 
the operation of a cellular phone, comprising : 

One or more processor configured to: 

receive information that pertains to a current context of the cellular phone 
(see Fig. 1 , col. 2, line 30 - col. 3, line 3); 

determine the current context based on the information (see Fig. 1 , col. 2, 
line 30 - col. 3, line 3); 

modify at least one behavior of the cellular phone responsive to the 
current context, wherein at least one of said one behavior is defined by a third 
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party (see Fig. 1 , col. 2, line 30 - col. 3, line 3), wherein the network 170 would 
read on a third party as claimed.; 

Here, although Valentine is silent on the application program interface, it 
is noted that in order to receive information for determining the position 
coordinates of the mobile and enable/disable the operation according to the 
position coordinates, a microprocessor or application program interface would 
obviously be needed to carry out the above process. Therefore, the claimed 
limitation is made obvious by Valentine for providing an application program 
interface as claimed, in order to receive and process information for utilizations. 

Regarding claim 48, it is rejected for the same reason as set forth in claim 

5 above. In addition, Valentine discloses an on-board componentry as claimed 
(see Fig. 1). 

6. Claims 6-12, 14-35, 37, 39, 42-47, 54-55, 57-58 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Kuwahara (US Patent Number 
6,389,288) in view of Valentine. 

Regarding claims 6, 58, Kuwahara discloses a mobile terminal (cellular 
phone) capable of executing location-related services such as phone settings, 
call settings (Figs. 1, 13, 21, and col. 7, line 52 - col. 8, line 52), which would 
include all the claimed limitations, wherein the receiving on "reported location 
information" would read on "wirelessly receiving information that pertains to a 
context " as claimed, the "setting of incoming calls alert method or screening" as 
shown in Fig. 13 would read on "modifying at least one behavior of the cellular 
phone responsive to the context", location information from several mobile 
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communication networks would read on "different type of context providers" as 
claimed (see col. 7, lines 60-63), and it is clear that after receiving location 
information from mobile communication networks, the mobile terminal using only 
its phone and its associated on-board componentry (see Fig. 1) to determine its 
location (context) as claimed (see col. 8, lines 1-38). 

However, Kuwahara fails to disclose at least one of behavior is defined by 
a third party. However, in an analogous art, Valentine discloses a method for 
enable or disable the operation of a cellular phone based on the location 
information (see Fig. 1, and col. 2, line 30 - col. 3, line 3), wherein a behavior is 
defined by a third party (network 170). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to further 
incorporate the above teaching of Valentine to Kuwahara for defining the 
allowability of operating the cellular phone based on location information, thereby 
providing at least one behavior is defined by a third party as claimed, for 
preventing the phone oprating in an hazardous area such as inside an airplane 
(see Valentine, col. 1 , lines 36-40). 

Regarding claims 8-9, 11-12, 14-18, 21-27, 29-30, they are interpreted 
and rejected for the same reason as set forth in claim 6 above. In addition, 
Kuwahara discloses 

- multiple different context providers (see mobile communication networks 
in col. 8, lines 1-15); 

- sound or vibration would read on "ringer mode on/off" (see Figs. 13, 21); 

- computer-readable media (see control unit 403 in Fig. 4); 
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- change behavior when no longer at the current location (see steps S43, 
S44 in Fig. 25); 

- location type (office, meeting room) with attributes (setting of screening, 
alert mode) defining a behavior (see area names and zones in Figs. 13, 21); 

- call forwarding behavior (see setting of call destination, col. 9, lines 3-5); 
Regarding claims 36, 41, they are interpreted and rejected for the same 

reason as set forth in claim 6 above. In addition, Kuwahara defines class types 
(see home, office, library in Fig. 13), each one is associated with a location (see 
Zones in Fig. 13) and various attributes (see setting of screening, alert mode in 
Fig. 13) defining a behavior as claimed. 

Regarding claims 38, 40, they are interpreted and rejected for the same 
reason as set forth in claim 6 above. In addition, Kuwahara discloses the 
behavior pertains to "ringer mode on/off" (see sound or vibration, Figs. 13, 21) 
and call forwarding behavior (see setting of call destination, col. 9, lines 3-5) as 
claimed. 

Regarding claims 54, 57, they are interpreted and rejected for the same 
reason as set forth in claim 6 above. In addition, the report location information 
detecting means 1 in Fig. 1 would read on the "context service module", and the 
report location information managing means 2 would read on the "application 
program interface" as claimed. 

Regarding claim 55, it is interpreted and rejected for the same reason as 
set forth in claim 54 above. In addition, the user location would read on the 
information pertaining to a user as claimed. 
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Regarding claims 33, 35, 46-47, they are interpreted and rejected for the 
same reason as set forth in claim 31 above. In addition, Kuwahara discloses 
ringer mode on/off (sound or vibration) and call forwarding as claimed (see Fig. 
13,21 and col. 9, lines 3-5). 

Regarding claims 31, 42, they are interpreted and rejected for the same 
reason as set forth in claim 6 above. In addition, since the reported location 
information (see Zones 1 , 2, 3 in Fig. 14 B) is pertaining to the user defined area 
(see "home" in Fig. 14 B) f which is also pertaining to the class type "home" with 
the broadest reasonable interpretation, the claimed limitations are made obvious 
by Kuwahara for wirelessly transmitting information (location information) 
pertaining to the class type (home) as claimed. 

Regarding claims 7, 19, 32, 37, 45, Kuwahara discloses all the claimed 
limitations, see claim 6 above, except for the phone setting is on/off. However, to 
turn the phone off when in a resticted area such as hospital is known in the art 
(Official Notice). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Kuwahara for setting the 
phone on/off as claimed, for preventing radiation hazadous when in a restricted 
area such as hospitals. 

Regarding claims 10, 20, 34, 39, Kuwahara discloses all the claimed 
limitations, see claim 6 above, except for the pitch of a ringer. However, since 
setting the pitches of phone ringer for different locations is known in the art 
(Official Notice), it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Kuwahara for setting the pitches of a 
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ringer at different locations as claimed, for audibly alerting a user of an incoming 
call at the best performance for each environment within which it is placed. 

Regarding claims 43-44, they are interpreted and rejected for the same 
reason as set forth in claim 42 above. In addition, Kuwahara discloses providing 
a transmitter (base station) at the location and the behavior is defined by the 
phone setting as claimed (see Figs. 14A and 21). 

7. Claims 24-27, 29-30, 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable by Kowaguchi et al (US Patent Number 6,201,973) in view of 
Valentine. 

Regarding claims 24, 58, Kowaguchi discloses a mobile terminal 
(cellular phone) capable of executing location-related transmission inhibition 
mode, comprising 

- receiving means configured to wireless receive multiple different forms of 
information pertains to a current location of a cellular phone and use said 
multiple different forms of information pertains to ascertain the current 
location (see Figs 6-7 and col. 2, lines 9-28); 

- means to modify at least one behavior (inhibition transmission) 
associated with the cellular phones responsive to said information (see 
col. 2, lines 5-8). 

Here, although Kowaguchi is silent on at least one behavior is defined by 
a third party, it is noted that such inhibition transmission at hazardous areas 
would have been obviously defined by the service provider (or the network) as 
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disclosed by Valentine (see Fig. 1, and col. 2, line 30 - col. 3, line 3). Therefore, 
the claimed limitations are made obvious by Kowaguchi and Valentine for 
defining a behavior by a third party as claimed, for preventing the phone 
operating in an hazardous area such as inside a hospital or airplane. 

Regarding claim 25, it is rejected for the same reason as set forth in claim 
24 above. In addition, Kowaguchi further discloses the information (location 
information) pertains to cellular phone setting (transmission inhibition mode or 
normal mode) that are associated with the current location (see Figs 4-5). 

Regarding claim 26, it is rejected for the same reason as set forth in claim 
24 above. In addition, it is clear that the transmitting location information from 
base stations pertains with a defined location type of which the location is an 
instance as claimed. 

Regarding claim 27, it is rejected for the same reason as set forth in claim 
24 above. In addition, it is clear that Kowaguchi would disclose a modify means 
as claimed when it is no longer at the current location (see Fig. 5). 

Regarding claims 29-30, they are rejected for the same reason as set forth 
in claim 24 above. In addition, it is clear that the transmitting location information 
from base stations is associated with a location type (i.e, hospital) that has 
attributes that define a cellular phone behavior/settings (transmission inhibition, 
see Fig. 4). 
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8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable by 
Kuwahara in view of Valentine, and further in view of Te-eni (PCT WO 
99/55102 ). 

Regarding claim 13, Kuwahara discloses all the claimed limitations, see 
claim 6 above, except for receiving phone setting information. However, Te-eni 
discloses a mobile terminal (cellular phone) capable of executing location-related 
services such as phone settings based on different environments such as 
hospital airplane (see col. 3, line 22 - col. 4, line 14), wherein an application 
interface is configured to wirelessly receive phone setting information (see col. 
21, lines 1-4). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to incorporate the above teaching of 
Te-eni to Kuwahara for setting the phone behavior according to a command 
received in a restricted area as well, for obeying regulations of the restricted area 
when it is located therein. 

9. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable by 
Kuwahara in view of Valentine, and further in view of Wax (US Patent Number 
6,104,344). 

Regarding claim 56, Kuwahara discloses all the claimed limitations, see 
claim 6 above, except for a hierarchical tree structure to ascertain the present 
location. However, Wax discloses a hierarchical tree structure for determining a 
geographical location from measured wireless signals (see Fig. 3, col. 7, line 34 
- col. 8, line 54). Here, since Kuwahara discloses a Boolean operation is used 



Application/Control Number: 09/746,91 8 Page 
Art Unit: 2685 

for ascertain the present location (see col. 8, lines 1-29), and since Kuwahara 
and Wax both disclose a method for searching a location, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the above teaching of Wax to Kuwahara for using a hierarchical tree 
structure searching as well, for improving the performance of the location 
calculation. 

10. Claims 2-3, 5, 6, 11, 14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable by Alperovich et al (US Patent Number 6,233,448). 

Regarding claim 5, Alperovich discloses a method and apparatus for 
automatic activating/deactivatind features (read on modify phone 
behaviors/settings) based on the position of a mobile station (see Abstract), 
comprising ; 

- receiving information pertains to a current context (location) of a 
cellular phone (see col. 3, lines 29-52); 

- determining the current location (see col. 3, lines 29-52); 

- modify at least one behavior of the cellular phones (activating a 
feature), wherein at least one behavior is defined by a third party (see col. 5, 
lines 21-28). Here, in this alternative embodiment, since the data array is stored 
at the HLR, it is clear that the behavior is defined by the network (a third party). 
Therefore, when the data array is stored in a SIM card (see col. 4, lines 16-19), 
it would have been obvious that such SIM card would have been obviously pre- 
programmed by the network, in order to activate a feature in accordance with the 
subscriber plan (i.e, whether the subscriber agrees to pay for long distances or 
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roaming fees). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the above teaching of 
Alperovich for defining at least one behavior of the cellular phone by a third 
party (or network) as claimed, in order to enforce, control and activate a feature 
in accordance with the subscriber plan. 

In addition, although Alperovich is silent on the application program 
interface, it is noted that in order to receive information for determining the 
position coordinates of the mobile and activating pre-selected features according 
to the position coordinates (see Fig. 2 and col. 7, lines 26-38), a microprocessor 
or application program interface would obviously be needed to carry out the 
above process. Therefore, the claimed limitation is made obvious by Alperovich 
for providing an application program interface as claimed, in order to receive and 
process information for utilizations. 

Regarding claim 2, it is rejected for the same reason as set forth in claim 5 

above. In addition, since Alperovich discloses a variety of methods for calculating 
a position based on GPS signals or from signals received from a plurality of base 
stations (see col. 3, lines 29-52). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to further modify the 
above teaching of Alperovich for providing a location service module as 
claimed, for improving the position accuracy by utilizing a plurality of signals from 
different providers so that the most reliable signal could be used for location 
estimation (i.e. GPS signals is not reliable when the mobile is located inside an 
urban area having many high-rise buildings). 
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Regarding claim 3, it is interpreted and rejected for the same reason as 
set forth in claim 5 above. In addition, the user location would read on the 
information pertaining to a user as claimed. 

Regarding claims 6, 14, they are rejected for the same reason as set forth 
in claim 2 above. 

Regarding claim 1 1 , it is rejected for the same reason as set forth in claim 
6 above. In addition, Alperovich discloses the behavior pertains to forwarding 
calls (see col. 5, lines 1-20). 

1 1 . Claims 4, 56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
by Alperovich in view of Wax (US Patent Number 6,104,344). 

Regarding claim 4, Alperovich discloses all the claimed limitations, see 
claim 5 above, except for a hierarchical tree structure to ascertain the present 
location. However, Wax discloses a hierarchical tree structure for determining a 
geographical location from measured wireless signals (see Fig. 3, col. 7, line 34 
- col. 8, line 54). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to incorporate the above teaching of 
Wax to Alperovich for using a hierarchical tree structure in determining a 
location as well, for improving the performance of the location calculation. 

Regarding claim 56, it is interpreted and rejected for the same reason as 
set forth in claim 4 above, wherein the "location information" such as GPS signals 
would read on the "phone context". 
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12. Claims 7-12, 14-27, 29-47, 54-55, 57-58 are rejected under 35 

U.S.C. 103(a) as being unpatentable by Alperovich in view of Kuwahara (US 

Patent Number 6,389,288). 

Regarding claim 8, Alperovich discloses all the claimed limitations, see 
claim 6 above, except for activating phone setting features. However, Kuwahara 
discloses a mobile terminal (cellular phone) capable of executing location-related 
services such as phone settings, call settings (Figs. 1, 13, 21, and col. 7, line 52 - 
col. 8, line 52). Since Alperovich and Kuwahara both discloses a method for 
modifying a phone behavior based on the location, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to incorporate 
the above teaching of Kuwahara to Alperovich as well, for setting the phone 
operations at different locations as claimed, for alerting a user of an incoming call 
at the best performance for each environment within which it is placed. 

Regarding claims 9, 11-12, 14-18, 21-27, 29-30, they are interpreted and 
rejected for the same reason as set forth in claim 8 above. In addition, 
Kuwahara discloses 

- multiple different context providers (see col. 8, lines 1-15); 

- sound or vibration would read on "ringer mode on/off" (see Figs. 13, 21); 

- computer-readable media (see control unit 403 in Fig. 4); 

- change behavior when no longer at the current location (see steps S43, 
S44 in Fig. 25); 

- location type (office, meeting room) with attributes (setting of screening, 
alert mode) defining a behavior (see area names and zones in Figs. 13, 21); 
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- call forwarding behavior (see setting of call destination, col. 9, lines 3- 
5); 

Regarding claims 31, 42, they are interpreted and rejected for the same 
reason as set forth in claim 8 above. In addition, since the reported location 
information (see Zones 1 , 2, 3 in Fig. 14 B) is pertaining to the user defined area 
(see "home" in Fig. 14 B), which is pertaining to the class type "home", with the 
broadest reasonable interpretation, the claimed limitations are made obvious by 
Alperovich and Kuwahara for wirelessly transmitting information (location 
information) pertaining to the class type (home) as claimed. 

Regarding claims 33, 35, 46-47, they are interpreted and rejected for the 
same reason as set forth in claim 31 above. In addition, Kuwahara discloses 
ringer mode on/off (sound or vibration) and call forwarding as claimed (see Fig. 
13,21 and col. 9, lines 3-5). 

Regarding claims 36, 41, they are interpreted and rejected for the same 
reason as set forth in claim 8 above. In addition, Kuwahara defines class types 
(see home, office, library in Fig. 13), each one is associated with a location (see 
Zones in Fig. 13) and various attributes (see setting of screening, alert mode in 
Fig. 13) defining a behavior as claimed. 

Regarding claims 38, 40, they are interpreted and rejected for the same 
reason as set forth in claim 8 above. In addition, Kuwahara discloses the 
behavior pertains to "ringer mode on/off" (see sound or vibration, Figs. 13,21) 
and call forwarding behavior (see setting of call destination, col. 9, lines 3-5) as 
claimed. 
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Regarding claims 54, 57-58, they are interpreted and rejected for the 
same reason as set forth in claim 8 above. In addition, the report location 
information detecting means 1 in Fig. 1 would read on the "context service 
module" and the report location information managing means 2 would read on 
the "application program interface" as claimed (see Kuwahara, Fig. 1). 

Regarding claim 55, it is interpreted and rejected for the same reason as 
set forth in claim 8 above. In addition, the user location would read on the 
information pertaining to a user as claimed. 

Regarding claims 7, 19, 32, 37, 45, Alperovich and Kuwahara discloses 
all the claimed limitations, see claim 8 above, except for the phone setting is 
on/off. However, to turn the phone off when in a resticted area such as hospital 
is known in the art (Official Notice). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify 
Alperovich and Kuwahara for setting the phone on/off as claimed, for 
preventing radiation hazadous when in a restricted area such as hospitals. 

Regarding claims 10, 20, 34, 39, Alperovich and Kuwahara discloses all 
the claimed limitations, see claim 8 above, except for the pitch of a ringer. 
However, since setting the pitches of phone ringer for different locations is known 
in the art (Official Notice), it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Alperovich and Kuwahara 
for setting the pitches of a ringer at different locations as claimed, for audibly 
alerting a user of an incoming call at the best performance for each environment 
within which it is placed. 
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Regarding claims 43-44, they are interpreted and rejected for the same 
reason as set forth in claim 42 above. In addition, Kuwahara discloses providing 
a transmitter (base station) at the location and the behavior is defined by the 
phone setting as claimed (see Figs. 14A and 21). 



Double Patenting 

13. The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

14. Claims 50-53 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-6, 28-34 
of U.S. Patent No. 6,327,535. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they both direct to a 
hierarchical tree structures having nodes, each node being capable of 
corresponding to either a physical or logical location; and using the location 
information to traverse at least portions of the one or more tree structures to 



ascertain the present location, whereas it would have been obvious to apply the 
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hierarchical tree structures to a cellular phone in place of a mobile computing 
device and would work equally well. 

1 5. Claims 50-53 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable overclaims 
1-48 of copending Application No. 09/746,924. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because 
because they both direct to a hierarchical tree structures having nodes, each 
node being capable of corresponding to either a physical or logical location; and 
using the location information to traverse at least portions of the one or more tree 
structures to ascertain the present location, whereas it would have been obvious 
to apply the hierarchical tree structures to a cellular phone in place of a mobile 
computing device and would work equally well. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

Response to Arguments 

16. Applicant's arguments with respect to claims 5, 6, 15, 17, 24, 29, 31, 50, 
51 , 54, 58 have been considered but are moot in view of the new ground(s) of 
rejection. 

As to claims 36, 41 regarding the class types, in response to applicant's 
argument that the references fail to show certain features of applicant's invention, 
it is noted that the features upon which applicant relies (i.e., Applicant's argument 
regarding the differences between Applicant's class types and Kuwahara"s class 
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types (home, office) on pages 34-35 such as limited to fixed geographic location) 
are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the 
claims . See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Therefore, the examiner believes that the area vector names such as Home, 
Office, Meeting room in Fig. 21 of Kuwahara's reference would read on "class 
types" as claimed, and their corresponding execution service such as vibrator, 
sound alerts would read on "attributes defining phone behavior" as claimed. 

Examiner's note: this application uses the term "context" which has a very 
broad meaning. Therefore, Applicant be aware that any information that can be 
used to modify the behavior of the cellular phone would read on the term 
"context" as claimed. 

As to claims 3, 53, 55 regarding the limitation "information pertains to a 
user of the cellular phone", the examiner has withdrawn the 1 12 first rejection. 
However, since it is not clear what user information (i.e. age or personal 
information of a user) would modify the behavior of the phone, and since the 
specification also fails to specifically describe this user information (i.e, see 
Specification, page 55, lines 20-25, not on page 5 as cited by the Applicant in the 
response), it is respectfully request that in the next response, the Applicant either 
amends the specification or provide a specific user information (i.e, age, male or 
female) that would modify the behavior of the phone so that the response would 
clarify the subject matter of the claims and can be placed of record. 



Application/Control Number: 09/746,918 
Art Unit: 2685 



Page 



Conclusion 



1 7. Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



Washington, D.C. 20231 



or faxed to: 



(703) 872-9314 (for formal communications intended for 



entry) 



(for informal or draft communications, please label "PROPOSED" or 
"DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 
Crystal Drive, Arlington VA, Sixth Floor (Receptionist). 

Any inquiry concerning this communication or communications from the 
examiner should be directed to Due M. Nguyen whose telephone number is (703) 
306-4531 , Monday-Thursday (9:00 AM - 5:00 PM). Or to Vivian Chin (Supervisor) 
whose telephone number is (703) 308-6739. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 
305-4700. 



Jan 21, 2005 




